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UNITED STATES DISTRICT COURT a 
SOUTHERN DISTRICT OF NEW YORK. | 


VICTOR TALKING MACHINE COMPANY, 


x 
-against- : 
THOMAS A, EDISON, Incorporated, : 

x 


' LEARNED HAND, D.J.:; Patent 785,362 being with- 
drawn I have only to consider patents 814,786 and 1,060,550. 





| The plaintiff urges that the "reorganized" machine in- 
fringes claims 16, 23 and 37 of patent 814,786 and claims 
| 39 and 42 of-patent 1,060,550, Claim 23, of patent 814,786, 





| if considered verbally, is clearly not applicable; the "bent 





pivoted tube" is especially designed not "to carry the sound 
box in substantial alignment with the tapering portion of 

i | said arm." Therefore claim 23 may be disregarded at once; 
because where so many claims are put into a patent each 
element in a given claim mst be supposed to be especially 
necessary to the combination. In such a patent there is 
little room for latitude of interpretation. In claim 16—- 
the term, "sound-tube"™, used in the claim should be oon= 
fined to the movable section, 29, which is called-a “‘Msound-. 
tube" on page two, lines 49, 50, 64, 70 and 93, and which 
is used in that sense in a number of the claims, The de= 


fendent has no "sound-tube™, because it has no such element 
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{ . as Johnson's disclosure, the whole organization of its ma- 
| chine being quite different and being derived from another 


part of the art, that is, from the solid horn art. 
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If, however, that part of the solid horn which 
comes above the record be deemed the "sound-tube" so that 
the defendent infringes then the claim in my judgment 
presents no patentable novelty over the prior art, I shall 


assume for the moment and until I take up claim 37 that 
































the Clark patent, 759,348 and the Lakeratent (1902) Brit. 
785, show a sound tube with an end piece, to which the 
sound-box is rigidly attached, but which itself moves 


freely upon two axes, vertical and horizontal; the proof 





of that I shall give later. If so, it was not patentable 
to give tothe sound box that double motion when annexed 
to a solid horn. Johnson's own patent, 785,363, which 

was in the office at the same time as the patent in suit 


would have been a good reference otherwise upon this very 





point. Moreover, Johnson's patent, 634,944, ariows the 
horn bent through ninety degrees to meet the sound box 
with a solid connection, Surely it was not invention to 
make the straight tube of Clark and Lake into a bent tube 
like Johnson, 634,944, or to vary the bend into a semi- 
circle as the defendant has done. In the patent in suit 
| the joint between the sound-whe and semi-circular part 
may well be patentable, but the defendant does not use it 
or anything like it. The bend in its tube is a twist in 
| the solid metal, which puts the sound box in the same 
vertical plane with the horn, when the tude is ina 

} straight line with the horn, but which has no functional 
significance. At least I am not willing to attribute in- 
vention to that varticular feature, and that is the only 
feature which is new. Therefore, I think that claim 16 
must be limited to the disclosure as shown where there is a 
| separated horn of which one part is a sound-tube in the 


sense mentioned in the patent, 



























































Raymond R. Wile 
Research Library 





Perera» 






























































=3= 
Claim 37 contains an element described as "a 

hollow sound-conducting arm movable in a plane parallel 
with" the record support. The phrase, "sound-conducting 
arm" or "tube" is used in the patent interchangeably with 
"sound-tube" to mean the element, 29, distinct from the 
horn proper, (page two, lines 27, 41); but it may be, (page 
one, line 18), that this use is not throughout as consistent 
as in the case of the "sound-tube", However, that may be 
as mere matter of terminology, the element must be limited 
to the organization disclosed or it is invalid, because if 
the element include the whole of a solid horn, as it must 
to cover the defendant's device, it is invalid under Clark, 
supra, and Lake, supra. Hers there is a hollow sound- 
conducting arm in the sense of a horn which moves parallel 
with the record. ‘The sound box has a vertical movement 
about the horizontal pivot, i, which permits the box to 
move from or to the record indevendently of the horn, suf- 
ficiently to remove the stylus. However, the plaintiff 
urges that as the Clark and Lake patents are clearly for a 
feed machine, the sound-box cannot therefore move freely 
laterally across the record as the defendant's does and 

as the plaintiff's does, That in all feed machines there 
must be some play which permits a slight amount of accommo- 
dation to the grooves of the record all agree, ‘The whole 
phonograph art shows this, but it is urged with some plausi 


bility that such slight accommodation as this should not be 


“confounded with a deliberate adaptation for tracking through 


the guidance of the record alone. Hence it is insisted that 
patents like von Madaler, (1899), British, 23,497, and the 
MacDonald patents are not applicable, and that there must 


be understood in the patent in suit a machine made like the 
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original Berliner machine where the stylus drifts freely in 
a lateral plane. 

The organization of Clark's machine leaves no 
doubt in my mind that a lateral movement was contemplated 
about the vertical pivot, j, within the sleeve, m, Figures 
5 and 9 show how this was to be done, the pin, Jj, being 
that on the upper end of which the guide are, D, was 
fastened, The disclosure page one, lines 45-70, leaves 
no doubt as to the patentee'’s purposes, the phrase, 
"universal joint", line 60, being wholly unambiguous. Just 
how much play was permitted depended upon the relative 
lengths of mand k within the joint and of their difference 
in calibre, but the degree of motion is not a patentable 
detail. The fact that the defendant's universal joint 
is a ball and socket is irrevelant. 

Lake's patent (1902) Brit. 785, illustrates pre- 
cisely the same thing and quite as clearly, not, as the 
plaintiff thinks, confusedly. Thus the patentee says 
page 5, lines 1-3, that the device "permits a very slight 
motion’in the horizontal direction, to the tubes of the 
diaphragm as arranged in Figures 15 and 16. This horizontal 
movement is just sufficient to permit the ball to follow 
smoothly the path of the spiral groove.™ All the defendant 
has done is to allow this play in a "horizontal direction" 
to be large enough "to permit the ball stylus to follow 
smoothly the path of the spiral groove." ‘The fact that it 
allows the stylus to follow a spiral groove which was of 
altogether different threading from that which the feed 
was meant to accommodate cannot have any bearing upon pat- 
entability. The means are shown and all that need be done 


is to proportion the parts mand k so as to allow enough play 
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| as the practise which permits forty-eight claims upon 4 








ha 
to accommodate for whatever the total difference is between 
the feed and the record. No patent can reside in the mere 
Size of these parts. Unless therefore claim 37 is limited 

to the disclosure, it will meet these two patents and it 
will be invalid. Therefore, I find no infringement of 

patent 714,856. Patent, 1,060,550, was in the office more 
than ten years and the claims in suit were interjected into 
the application after the patent had been once allowed, and 
after the defendant's machine had appeared upon the market. 
Just how it can happen that a patentee can hold an invention 
secreted for so long and can then adopt it so as to cover the 
subsequent art does not appear. The result is, assuming that 
the claims do not constitute a new invention, that the 
patentee has got from eight to nine added years to his 
monopoly from the time when he would otherwise have been 
obliged to leave the art unhampered., To let him reserve his 
patent till the trade independently develops and then to 
pounce upon it for a full term would seem to violate the 
conditions upon which his grant depends and to convert the 


system into a mere means of checking industry, This is 





especially true where as here a fundamental patent like the 
Berliner protected the whole invention until 1912, The case 


certainly suggests a purpose to monopolize that invention 


| still further by reserving in the Patent Office patents upon 


other similar machines known long before. Whether this be 
true or not, the practice is so obviously mischievous that 


the courts should discourage it as much as possible, as well 


simple and perfectly obvious machine like this. Such claims 


violate the very purpose of any claims at all, which is to 
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define the forbidden field. In such a waste of abstract 
verbiage it is quite impossible to find any guide. It takes 
the scholastic ingenuity of a St. Thomas with the patience 
of a yogi to decipher their meaning, as they stand, 

Claim 39 is certainly not infringed because the 
tapering sound amplifier has no "free swinging movement", 
On the contrary it is rigidly controlled during its opera- 
j tion by the feed mechanism. The disclosure is of a freely 
floating horn and it is only a literal reading of the claim 
which can cover any part of the "reorganized" machine but 
the little adjunct tube which carries tne sound-box, about 
which more in a moment. If however, we disregard the limi- 
tation of the claim and consider it as covering the taper- 


ing portion, we find that portion anticipated by Jeffries 


























(1900) Brit. 16,897, von Madaler, (1899) Brit, 23, 497 and 
Lake, supra,-in all of which a tapering horn moves exactly 
as the tapering part of the defendant's horn moves in the 
"reorganized" machine end has a sound box which can be 
raised up and down into and out of co-operation with the re- 
cord. Therefore, the claim cannot safely be allowed an 
expansion which it would, as matter of interpretation, be 
absurd to permit, that is, to disregard the freely swinging 


movement, If on the other hand one were to disregard the 





other element of the claim, i.e. the taper in the arm and 
apply it to the adjunct tube which swings freely, one would 
i get no further than Lake, supra, which as I have shown at 

















length, nas a free swing in all directions devendent in 
amount upon the proportion of the elements, m and k. 
Therefore, even with a latitude of interpretation which 
would be wholly unwarranted in view of patent as a whole, 


the claim cannot be regarded as infringed, 
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Claim 42 differs in that the element of free swing 
is eliminated and the condition of parallel motion is sub- 
stituted. This difference makes the claim more verbally 
applicable to the defendant's "reorganized" machine than 
claimd9, though here too the disclosure must be disre- 
garded altogether. If, however, the claim be interpreted 
to cover a feed control tapering horn, then von Madaler, 
supra, and Lake, supra, 2t once become good references, 
because the tapering part of the ‘defendant's horn is under 
feed-control like them. If, again, as in claim 39, the 
taper of the horn be disregarded, notwithstanding the words 
of the claim and it apply to the adjunct tube, then Lake, 
supra, is as good a reference as uvon claim 39. The only 
| change in Sonstiexetion of these two claims in that Jeffries, 
supra, does not apoly to claim 42. 

It hardly seems necessary to consider the defend- 
ant's "normal" machine, except to note how far beyond any 


possible scope of the disclosure, the plaintiff is willing 





to press the literal interpretation of the claims. 

Blagden, 671,305, does not seem to me to be appo- 
site to this patent because the member which moves laterally 
parallel to the record is not the tapering horn, This 
patent is derived from the broken horn art, not from the 
solid horn. Edison's original patent does not seem to me 
very relevant either to claim 39 or 42, 

In all this art there was no room for any great 
pioneer invention in the mere relations of the horn to be 
} Sound-box or its connections. The great invention wes the 
floating of the stylus uvon the face of the recird andthat 
was Berliner's discovery. A mere glance at the defendant's 


| machine shows thet its original organization proceeded upon 
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| wholly different lines. When the Berliner patent expired 
{ I see no reason in law or morals why they should not have 
availed themselves of an attachment of the floating sound- 
box type to vley Berliner records in the Berliner fashion, 
They with the rest of the world were the beneficiaries of 
that disclosure. While the floating sound-box was somewhat 
crudely devised by Berliner, the pregnant idea became 
public, and I cannot see how the defendant has borrowed 
anything from the plaintiff, except the semi-circular twist 
in its tube. However, amid the wilderness of words I have 
tried to find and tread a path of logic, though the simpler 
| way might have been to rest the case upon broader lines, 
The bill is dismissed with costs. 
June 4, 1915. 


Ded 
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